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EVA NIEMAN V. PLOUGH CHEMICAL COMPANY 


Eva Nieman v. Proven CHemicat Company 
United States Circuit Court of Appeals, Sixth Circuit 
October 14, 1927 


Trape Marxs—Uwnram Competirion—INFRINGEMENT—WHEN PRESENT. 

To sustain a charge of infringement, the owner must have used 
the mark on the same class of goods put out by the alleged infringer, 
but not necessarily ont the same species of goods. 

Same—Same—“Biack aND WutTe”—PHARMACEUTICAL PREPARATIONS AND 

Atmanacs AND Dream Booxs—Goons or Dirrerent Descriptive 

PROPERTIES. 

Appellee, a manufacturer of and dealer in toilet and pharma- 
ceutical preparations, held not to have infringed by using in its ad- 
vertising literature, such as an almanac and a birthday and dream 
book, the name “Black and White,” subsequent to the use by appellant 
of the same words on a series of publications, particularly as the 
respective goods were unlike and there was no evidence of any con- 
fusion on the part of purchasers. 

Same—Same—CounTerctaimM—Errect oF Use sy Tuirp Parry. 

The assignment to appellee of the trade-mark “Black and White” 
by a third party, who had used it prior to appellant’s use thereof, 
was apparently a good reason for the lower court to hold that appellee 
did not infringe appellant’s mark; moreover, that such assignment 
was not available to appellee in support of its attempted trade-mark 
registration under Section 4915, Revised Statutes. 


In equity. Appeal from the District Court, Southern District 
of Ohio, in an alleged infringement case. Affirmed. (For decisions 


of the Washington tribunals, see 14 T. M. Rep., 287, and 15 T. M. 
Rep., 265.) 


Before Denison, Moorman, and Knappen, Circuit Judges. 


Knapren, J.: This controversy concerns the rights of the 
respective parties to the use of the trade-mark or trade-name 
“Black and White,” as severally used by them. 

On February 18, 1921, appellant applied for registration of 
a trade-mark “Black and White” for printed books and pamphlets 
in series (the first stated use thereof being February 1, 1921), 
and certificate of registration No. 148495 was granted her Novem- 
ber 15, 1921. On August 25 of that year appellee applied for 
registration of an alleged trade-mark “Black and White” for books, 
later amended to read “Black and White for books, namely, 
almanacs, issued annually Birthday and Dream Books.” 
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An interference (No. 47897) was declared between appellant’s 
registered trade-mark and appellee’s application. The examiner, 
the commissioner of patents and the Court of Appeals of the 
District of Columbia, having successively held that appellee was 
not entitled to registration of its mark, the bill in this cause was 
filed by appellee under Section 4915 of the Revised Statutes (U. S. 
C. S. 1916, sec. 9460), praying decree declaring its right to regis- 
tration and directing issue of certificate thereof. Defendant an- 
swered, denying appelle’s asserted right to registration, and counter- 
claimed for infringement of her registered trade-mark, asserting 
unfair competition with respect to her earlier common law rights. 

Upon final hearing on pleadings and proofs, the district court 
found that plaintiff had not sustained the burden of showing priority 
of right to use the words “Black and White Series” on almanacs, 
dream books, etc. The court also held that plaintiff-appellee had 
not infringed appellant’s statutory trade-mark nor her common 
law trade-mark or trade-name. The bill of complaint was ac- 
cordingly dismissed, as was defendant’s counterclaim upon both 
branches. Plaintiff did not appeal. This review is had upon de- 
fendant’s appeal from dismissal of her counterclaim. 

As early as 1900 (apparently in 1902 or 1903), Hennegan & 
Company, printers and lithographers at Cincinnati, Ohio, began 
publishing a pamphlet called “Black and White Dream Book,” 
of an issue bearing a publication date 1900; about one-half was 
devoted to the “True Interpretation of Dreams’’ (the subjects of 
dreams being alphabetically arranged), the remainder of the pam- 
phlet being almost entirely given up to the subjects of “palmistry,”’ 
“fortune telling,’ “curious games of cards,” “Moles,” “telling for- 
tunes by grounds of a tea and coffee cup, “signs and omens.” The 
pamphlet carried no advertisements and bore Hennegan’s imprint. 

The book took its name from the fact that it was originally 
put out as “show printing” for one Boone, a “mind reader and 
hypnotist,” calling himself a “Mahatma,” one of whose “color 
schemes” (applied to show printing, costumes and horses used in 
one of his acts) was black and white. Its subject matter was in 
large part in the language used in “The Gypsy Fortune Teller 
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Dream Book and Treasury of Lucky Numbers” by “Madam Juno, 
the Gypsy Queen,” apparently published in 1887. 

The “Dream Book” was sold by Boone, and after his death 
by showmen of the same general type, including Galvani and 
Madame Frimie, during performances in opera houses and tents. 

Until 1912 books of this character were also sold by Hennegan 
to promoters of mail order business generally. 

From 1912 to 1919, at least, that company sold the old “Black 
and White Dream Book’’ (1900) in large quantities to appellant 
exclusively, but still under the Hennegan imprint; and from 1919 
to 1921 printed in the name of the Van Publishing Company, 
Cincinnati, of which appellant was proprietor, a “Dream Dic- 
tionary,” containing in principal substance, the “Dream Interpreta- 
tions” published in the old Black and White Dream Book, but 
omitting the other features hereafter enumerated. 

This “Dream Dictionary” of 1919 to 1921 did not purport 
to be a Black and White publication, nor did it contain the words 
“Black and White.” Presumably such trade-mark rights as appel- 
lant had derived from Hennegan were not intended by appellant 
to be abandoned. In 1921 Hennegan printed in the name of the 
Van Publishing Company a series of six volumes, viz.: (1) a 


, 


“Dream Dictionary,” which was almost entirely a reprint (with 
exceptions hereafter mentioned) of the Dream Dictionary before 
referred to as printed from 1919 to 1921; (2) “Marriage” (Nos. 
1 and 2 had been prepared between 1919 and 1921); (3) “What 
is in Your Life’; (4) “The Little Wonder Fortune Teller’; (5) 
“Character Reading’; and (6) “Magnetism.” 

All six of these volumes so put out in 1921 were marked 
“Black and White Series’ at the top of both front and back pages, 
the volumes being in both places numbered respectively from 1 to 6. 
They carried no advertisements except one of a so-called “Wizard 
Fortune Wheel” put out by appellant. Hennegan’s Black and 
White Dream Book had carried no advertisements. These six 
“Black and White Series’’ volumes were continuously published 
from 1921. 

Meanwhile, in 1917, and thus before the first publication by 











FOP mE hay pall ce ap BEIT Sy FIO wd 


uot ere 





98 EIGHTEEN TRADE-MARK REPORTER 






> 


appellant of a “Black and White Series,’ under that imprint, ap- 
pellee, whose business was that of a manufacturing chemist and 
manufacturer of toilet preparations, proprietary medicines and food 
products, adopted and began to use the label (and alleged trade- 
name) “Black and White” on its line of medicinal and toilet articles, 
and possibly other lines, which label it has since continuously used. 

In 1919 appellee, as part of an advertising system for the 
sale of its products, began putting out paper pamphlets such as 
“almanacs and dream books,” etc., which it sent to its customers 
in large quantities, and which the latter could give away or sell, 
as they might prefer—a price of 25 cents being marked on the 
pamphlet. In 1928, and thus six years after appellee began the 
use of its trade-name “Black and White” as applied to its line 
of manufactured products, and four years after appellee’s publica- 
tions began, Hennegan & Company gave appellant a written assign- 
ment of the trade-mark (or trade-name). 

Hennegan & Company had no registered trade-mark. Appel- 
lant asserts that Hennegan & Company actually sold her the trade- 
mark when she bought the goods purchased in 1912. The trial 
judge, who saw and heard nearly all the witnesses, including 
appellant, found that “No such assignment was in fact made until 
the written assignment, which is 1923.” The judge considered 
that appellant’s use was simply that she bought the 100,000 or less 
of these Black and White Dream Books, and disposed of them, 
and that at that time she had no idea of establishing a trade-mark, 
and that, in his opinion, she could not in fact have established such 
trade-mark because the use was neither indicative of excellence 
of selection, high quality of printing, or any other attribute which 
she had or which she exercised as distinguished from the uncopy- 
righted contents of the book. 

Appellee, not having appealed from the decision of the court 
below, denying its asserted right over appellant to use the words, 
“Black and White” as applied to a series of books, is bound by 
that decision; and, in the view we take of the question of infringe- 
ment, we find it unnecessary to determine whether appellant bought 
Hennegan’s trade-mark in 1912. 
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Appellee contends that appellant was anticipated by Harp- 
er & Brothers in the use of the trade-mark “Black and White,” as 
applied to their well and widely known series of books published 
under the trade-name “Black and White Series,” (the series seems 
at one time to have included about 28 titles), which trade-mark 
or trade-name was purchased by appellee May 22, 1924, during 
the pendency of the trade-mark interference proceedings between 
appellant and appellee. 

The court below, while of opinion that appellee gained by 
such purchase no right superior to Nieman’s to the ownership or 
registration of this alleged trade-mark, expressed the opinion that 
there was sufficient evidence to convince the court of the fact of 
anticipation on the part of Harper & Brothers and that their 
common law trade-mark was still in existence and still active, and 
still representative of some good will, at the time the registration 
was granted to Nieman; and that for that reason, among others, 
appellee had not infringed appellant’s alleged trade-mark. We 
see no inconsistency between the failure to recognize the Harper 
use as available to appellee in support of its attempted trade-mark 
registration, and the conclusion that the defense of such Harper 
use was available as against a charge of infringement. If the trial 
court’s conclusion of fact is right, its conclusion of law would seem 
to follow. 

If the testimony of the witness Lewin, taken by appellee under 
Federal statute relating to depositions de bene esse, was properly 
in evidence, we think the record supports a conclusion that the 
Harper use of the trade-mark “Black and White Series” began 
in 1885 (as recited in the assignment to appellee), and was still 
active and still representative of substantial good will at the time 
of Harper’s sale to appellee in 1924. The witness Lewin, who 
when his deposition was taken (February, 1926), was organization 
manager of Harper & Brothers, and had been continuously asso- 
ciated with that house for 39 years, testified, in substance, that 
the Black and White Series started originally with “just a single 


volume [title?] of the series or perhaps one or two in the series, 
and then we have added from time to time various titles” thereto; 
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that Howell’s “The Garroters” formed a part of this series in 1885; 
that the series was continuous; that the first edition of “The Gar- 
roters’” was published in 1885; the last edition in 1917; that in 
the case of three other titles editions have been published as late 
as 1922, and that all four of the titles mentioned were, when the 
deposition was taken, still in the live, active files of the Harper 
house and open to sale to an applying purchaser. 

A witness testified to the purchase from different booksellers, 
in different locations, in 1925 of several different books of Harper’s 
“Black and White Series’—30 or 40 copies in all. To say the 
least, the question of abandonment of the Harper trade-mark was 
one of intent. Baglin v. Cusenier, 221 U. S. 580, 597, et seq 
(1 T. M. Rep. 147]; Sazlehner v. Eisner, 179 U. S. 19, 81. 

The deposition in question was taken under Revised Statutes, 
sec. 868 (U. S. C. S., sec. 1472), which relates to the taking of 
testimony de bene esse, of witnesses (as applied to this case) resid- 
ing more than 100 miles from the place of trial. The regularity 
of the taking and return of Lewin’s deposition is important; we 
doubt whether without it the record carries the Harper use back 
far enough to anticipate that of appellant. We find nothing 
in the record which, to our minds, renders the deposition inad- 
missible. 





But even if the asserted Harper prior use be wholly dis- 
regarded, and assuming, for the purposes of this opinion, that ap- 
pellant’s registered trade-mark is valid, and that the district court 
had jurisdiction over the subject-matter of appellee’s counter- 
claim as applied to appellant’s trade-mark, we think appellee has 
not infringed. 

Whether the common-law trade-mark in a “Black and White 
Dream Book,’ sold by appellant under Hennegan’s imprint from 
1912 until 1919, belonged to Hennegan or appellant, appellee had 
equally the right to adopt and use the registered trade-mark “Black 
and White” for its manufactures of patent medicines, chemical and 
toilet articles, ete.—all of which was in a different class from 


“Dream Books’”—and to advertise its manufactures accordingly. 
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We have no doubt of the validity of appellee’s common-law trade- 
mark “Black and White” as so applied. 

This, however, involves no necessary conflict between appel- 
lant’s registered trade-mark “Black and White Series,” or “Black 
and White” as applied to her series of pamphlets and, on the other 
hand, appellee’s trade-mark “Black and White’ as applied to its 
medicines and toilet preparations. In 1921 appellant was not new 
in the field with a “Dream Book” or “Dream Dictionary.” She 
had published no almanac. As testified by her witness, there is 
a large number of various “Dream Books” and “Dream Diction- 
aries” put out to the public. 


The question of infringement turns upon the fact whether 
appellee has used its own trade-mark in such manner that casual 
and unwary purchasers of average intelligence were, or were likely 
to be, deceived into the belief that appellee’s publications were 
put out by appellant. 26 C. L. Title “Trade-marks,” Sec. 51; 
McLean v. Fleming, 96 U. S. 245, 251, et seq.; Hutchinson v. 
Loewry, C. C. A. 2, 163 Fed. 42; Werk v. Grosberg, C. C. A. 6, 


250 Fed. 968 [8 T. M. Rep. 379]; Hercules v. Newton, C. C. A. 2, 
266 Fed. 169, 174 [10 T. M. Rep. 198]; Rathbone v. Champion 
Co., C. C. A. 6, 189 Fed. 26, 30 [1 T. M. Rep. 259]. “The entire 
substantive law of trade-marks (excepting statutory provisions and 
construction is a branch of the broader law of unfair competition. 
The ultimate offense always is that defendant has passed off its 
goods as and for those of complainant,” Merriam v. Saalfield, C. C. 
A. 6, 198 Fed. 869, 372 [2 T. M. Rep 1]; and cases there cited; 
Hanover v. Allen, C. C. A. 7, 208 Fed. 518 [8 T. M. Rep. 521]; 
Howe v. Wyckoff, 198 U. S. 118, 140; Hanover v. Metcalf, 240 
U. S. 408, 413 [6 T. M. Rep. 149]; cf. DeVoe v. Wolff, C. C. A. 6, 
206 Fed. 420, 428 [8 T. M. Rep. 433]. The fact that appellant’s 
trade-mark is registered works no change in this rule. Nashville Co. 
v. Coco-Cola Co., C. C. A. 6, 215 Fed. 527, 529 [4 T. M. Rep 323]; 
Gaines v. Distilling Co., C. C. A. 6, 226 Fed. 531, 541 [6 T. M. 
Rep. 10]. (Reversed on another point, 246 U. S. 312 [8 T. M. 
Rep. 155].) Cf. Canal Co. v. Clark, 18 Wall. 311, 323. 

We think appellant has no ground to complain that appellee 
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has appropriated any literary property of appellant. Atlas v. 
Street, C. C. A. 8, 204 Fed. 898, 402 [8 T. M. Rep. 259]. 

Appellee’s alleged infringing publications are (1) “Plough’s 
Black and White Almanac,” the issues before us being respectively 
for the years 1920, 1921, 1923, 1925 and 1926, each entitled on 
its face ““Plough’s Black and White Almanac” for the then current 
year, that for 1920 bearing on its face the legend “Copyright 
applied for,” ete., that for 1922 bearing the additional words “In- 
teresting information, astrological data, reliable calendar, weather 
forecast,” and those for 1925 and 1926 the words “A Beauty Book” 
following the words “Plough’s Black and White 1925 (or 1926) 
Almanac.” 

Appellee had the right to use the trade-mark “Black and 
White” as applied to its goods. Appellant had no such right and 
no such goods. It had only the right (which appellee did not 
have) to use the trade-mark as applied to a series of books. At 
the head of each cover page of each of appellant’s books of that 
series were the words “Black and White Series.” 

Appellee’s books nowhere contained any reference to a series. 
To sustain a charge of infringement of a trade-mark the owner 
must have used it on the same class of goods put out by the alleged 
infringer, but not necessarily on the same species of goods. Atlas 
v. Street, supra. Each of these almanacs is, we think, on its face 
plainly put out as an advertisement of appellee’s manufactures of 
toilet articles, chemical and medicinal preparations. Each contains 
numerous and frequent advertisements of appellee’s manufactures; 
its almanacs contain also monthly calendars, weather forecasts, 
zodiacal signs, and other features of the general character found 
in medical almanacs for more than 50 years past. 

Appellee’s “Black and White Birthday and Dream Book,” 
each of the two issues of which carries on its front cover the 
name above given, the first issue (1919 or 1920), bearing also 
on the front cover the words “The twelve monthly birthday read- 
ings for the year, the true meaning of your dreams, daily guide 
for business and pleasure for 1920, price 25 cents. Copyright 
applied for’; and on the back cover a full page advertisement of 
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“Plough Chemical Company, Manufacturing Chemists, Memphis, 
Tenn.”; the second issue (1921 to 1922) carrying on its front 
cover the words “Plough’s Black and White Birthday and Dream 
Book,” followed by the imprint, in the form of a seal, reading 
“Plough’s Black and White Toilet Preparations, the symbol of 
excellence in toilet praparations,”’ also the name and address of 
“Plough Chemical Company, Memphis, Tenn., U. S. A.,” the back 
cover page being devoted exclusively to a greatly enlarged copy of 
the imprint in seal form already mentioned. In addition to adver- 
tisements of Plough’s manufactures on nearly every page, the first 
issue contains a “Daily astro guide” for 1920, birthday readings 
for each month in succession, the daily guide for business and 
pleasure referred to, one page being devoted to the “true meaning 
of your dreams,’ same of which are the same as in Hennegan’s 
“Black and White Dream Book” whose origin has already been 
referred to. The general character of the contents of the second 
issue does not differ materially from that of the first. 

In some other publications by appellee there was included 
information which we think contains nothing more significant 
than the publications already described. These include the “The 
Story of Your Face and its Meaning to Others,’ embracing (on 
its first page) a price list of appellee’s manufactures, later, “What 
Different Eyes Indicate,’ “Reading Character by the Color of 
the Eyes,” “Disposition by the Shape of the Nose,” “Reading 
Character by the Form of the Lips,” “Reading Character by the 
Shape of the Ear”; and we think show clearly to the most casual 
observer, from the first page to the last, that it is merely an adver- 
tisement of appellee’s manufactures. 

The same thing is, we think, equally true of appellee’s song 
book, published in 1920, which contains numerous prominently 
displayed advertisements of appellee’s various manufactures. Ap- 
pellee’s seal is therein represented printed one-half in white letters 
on a black background, the other half in black letters on a white 
background (in connection with different of appellee’s manufac- 
tures), as was the case in the Moore Black and White trade-name 
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for soap purchased by appellee. This trade-name and seal is 
prominent and distinctive. 

These various publications seem to consist of about 40 per 
cent advertisements and about 60 per cent other reading matter. 
As respects none of appellee’s publications do we think even casual 
and unwary readers of average intelligence were liable to be de- 
ceived into the belief that they were put out by applicant, or that 
appellee has in any way palmed off its advertising matter as part 
of appellant’s Black and White Series of books, etc. So far as 
concerns dress, we see an entire absence of reasonable room for 
confusion. We are cited to no testimony that any one has been 
deceived into interpreting any of appellee’s publications as those 
of appellant. 

Appellant’s brief refers to alleged copyright infringement. 
That subject requires little attention. 

There is no evidence that the 1900 Black and White Dream 
Book was copyrighted. Hennegan thinks it was not. 

That leaves for consideration only appellant’s six volumes of 
the “Black and White Series.” We doubt whether the district court 
has jurisdiction, under the counterclaim, over that subject (or 
whether it was intended by appellant to consider it) except as in- 
volved in the general subject of unfair competition. However, in 
view of the earlier publications referred to, we find nothing in the 
last mentioned volumes sufficiently new and material to call for 
copyright relief. 

Of the claim that appellee substantially copied in its 1922 
almanac a paragraph of 10 or 11 lines found in appellant’s “Dream 
Dictionary” under the heading “Philosophy of Dreams,” it seems 
sufficient to say that it cannot alter the conclusion of lack of trade- 
mark infringement of unfair competition. 

The criticism upon the caption on the inside cover of appellee’s 
Black and White Dream Book impresses us as without merit. 


We cannot construe the evidence—claimed as tending to show 
a falling off of appellant’s sales more or less coincidental with 
appellee’s advertising—as any evidence of misleading on appellee’s 
part. The mere fact, if it be such, that appellee’s lawful pamphlet 
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advertisements (owing to their being in many cases given away or 
otherwise) have lessened the demand for appellant’s publications 
presents no legal or equitable grievance. 

We have not discussed all the errors assigned, but we have 
considered all, and find no reversible error. The rejected stipula- 
tion as to testimony has been considered by us. 

If the views herein expressed are correct, it seems clear that 
appellant is not entitled to complain of infringement of its trade- 
mark, or unfair competition with reference to it. 

It results, we think, from what we have said that appellant 
is entitled to no relief. It follows that the decree of the district 
court must be affirmed. 


Victror-AMERICAN Furi Co. v. Hugerrano AGency Co. ET AL. 
(23 F. [2d] 74) 


United States Circuit Court of Appeals, Eighth Circuit 


November 28, 1927 


Trape-Marxs—Uwnrair Competition—LasBets—DIrFrerENTIATING FEATURES. 
Defendant’s trade-mark, consisting of a label, though the same 
size and shape as complaint’s held not so similar in appearance as to 
be an infringement or a colorable imitation, which might mislead the 
public and constitute unfair competition. 
Same—Same—Postiici Juris. 
Complainant cannot claim monopoly in size or shape of trade- 
mark label, where labels of same size and shape were previously used 
by others. 


In equity. Suit for alleged infringement. From the decree 


complainant appeals. Affirmed. (For opinion below see 15 T. M. 
Rep. 35.) 


Kenaz Huffman, of Denver, Colo. (Frank E. Gove, of Denver, 
Colo., on the brief), for appellant. 

Forrest C. Northcutt, of Denver, Colo. (Jesse G. Northcutt, 
of Denver, Colo., on the brief), for appellees. 


Before Lewis, Circuit Judge, and Pottock and Scort, District 
Judges. 
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Lewis, C. J.: Appellant brought this suit charging infringe- 
ment of its trade-marks and unfair competition in the sale of coal. 
It is a Maine corporation and has been engaged for many years in 
the production and sale of coal in Colorado and adjoining States. 
It filed its trade-marks in the Patent Office. There were several 
such filings, all for the same purpose and representing different 
kinds of labels to be pasted on lump coal, distributed through fine 
coal in cars and wagons, pasted on cars and wagons carrying its 
coal, and used as advertisement on letterheads and posters. The 
labels are flat and circular, being three inches or less in diameter 
and having on one side or face a combination of colors and printed 
words. Their predominant color is red. There is a white circular 
border on the outer edge, and across the center a picture of a 
shovel of coal, the shovel being white and the coal in it black. 
Printed matter in black letters is found in the white circular border, 
and also on the field of red within. The printed matter in the 
circular border is different in the different trade-marks, thus: “This 
label assures you this is genuine Maitland Coal”—‘“Genuine Wadge 
coal is labeled. Look for this label on the lump’—‘Mined and 
shipped only by the Victor-American Fuel Company, Denver.” On 
the red background within the white circular border are these: 
“T am sunshine—Maitland’”—‘“For heat without soot get Chandler” 
—‘Ravenwood nigger head’’—“‘For a hot clean fire get Pinnacle.” 
In each a picture of a shovel of coal is across the label at its ap- 
proximate center. In its advertising matter the appellant used 
certain words claimed as slogans, as inducements to the purchase 
of its coal. It first began to use these trade-marks and slogans 
in 1916. 

Appellee, Huerfano Agency Company, is the sales agent for 
the other defendants—appellees, who produce coal in Colorado 
and put it on the market in that and adjoining States through 


their agent. In their answer they deny infringing appellant’s trade- 


marks, deny unfair competition and allege that the Agency Com- 
pany has for many years been using its trade-marks, which it 
filed in the United States Patent Office, in advertising and selling 
coal, using its trade-marks in the same way that appellant uses its 
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trade-marks. The Agency Company’s trade-marks, which it began 
using about 1918, are also circular labels, their predominating color 
being red or black. On the red or black background and across 
the center of its labels is the word “Haco,” a combination of letters 
in its corporate name. These letters are in white on the red or 
black background. Above them and below them are white or red 
fields, the upper one being bounded by a straight line on its lower 
side and a semi-circular line on its upper side, and the lower one 
bounded by a straight line on its upper side and a semi-circular 
line on its lower side. In the upper field is the word “Colorado” 
in red letters, if the field be white, and in black letters if it be 
red, and in the lower field the word ‘Coals’ is in red letters if 
the field be white, and in black letters if it be red. These letters 
are much larger in the middle of the words and grow smaller to 
each side, and are unusual in form. The Agency Company also 
uses phrases in its advertisement, but wholly different from ap- 
pellant’s claimed slogans. They call attention to the word ‘“Haco” 
on the Agency Company labels. Some of the obvious and marked 
differences between the labels are these: (a) Appellee’s do not 
contain a picture of a shovel full of coal prominently displayed; 
(b) nor are its labels encircled by a white border or band; (c) nor 
do they contain black letters describing the coal; (d) nor black 
letters on a white border; (e) nor words describing the quality 
or origin of the coal; (f) nor the name of the mine from which 
produced; (g) nor the name of the company producing it—as do 
those of appellant. Appellant’s trade-marks do not display the 
word “Haco,” and they do not display the words ‘“Colorado’”— 
“Coals,” which are shown in unusual style of type on appellee’s 
labels. Appellant’s labels do not show a semi-circular background 
above and below a differently colored strip between them, as do 
appellee’s. Each of appellee’s labels contains but three words, 
displayed in comparatively large lettering for the size of the label, 
while each of appellant’s contains a large number of words, all in 
plain ordinary type. The first impression gained at a mere glance, 
as well as the permanent and lasting one obtained from close in- 
spection, marks a great difference in appearance between the trade- 
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marks of appellant and those of appellee. The shovel of coal on 
appellant’s is strikingly distinctive, and the difference in colloca- 
tion of all features that have been separately noted clearly dis- 
tinguishes those of appellant from appellee’s. There is no claim 
that appellee’s trade-marks are copies of appellant’s; it is only 
argued that they are colorable imitations or simulations, that the 
shape, coloring and general appearance are in such near resem- 
blance to appellant’s as to likely deceive the public and induce an 
acceptance of appellee’s labeled coals believing them to be the 
product of appellant; and in this way appellee Agency Company 
is infringing on appellant’s trade-marks and engaged in unfair 
competition in the sale of coal. There is no proof that customers 
were ever misled and confused and took any of appellee’s trade- 
marks for those of appellant, or vice versa; it tends to show the 
contrary, that the differences were easily observed. 

The proof shows that other producers and dealers in coal in 
the territory in which appellant’s coal finds a market had been en- 
gaged in the same practice many years prior to appellant, they 
had filed and were using trade-marks to distinguish their coal and 
were using them in the same way. Their labels were circular in 
form and some of them contained red as the predominant color, 
with lettering designating a name for the coal and some the name 
of the dealer and its place of business. It was shown that a cir- 
cular form of label was the most practical form for pasting on 
coal, cars and wagons. They were not as likely to become loosened 
and displaced as they would be if they had corners. It was also 
shown that red was the most practical color for use, not being so 
easily effaced by dirt and coal dust. However, some of the labels 
in use prior to the time appellant began using its labels did not pre- 
dominate in red but in other colors. They were substantially of 
the same form and size as those later used by appellant and ap- 
pellee Agency Company. This prior use by others in the same trade 
would seem to exclude any right to a monopoly in the shape and 
color of the labels. Leschen Rope Co. v. Broderick, 201 U.S. 166, 
26 S. Ct. 425, 50 L. Ed. 710; Viavi Co. v. Vimedia Co. (C. C. A.) 
245 F. 289 [7 T. M. Rep. 639]; Taylor v. Bostwick (C. C. A.) 299 
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F. 232. We think the claim of colorable imitation cannot be sustained 
on the record. No careful inspection is required to distinguish the 
trade-marks. Ordinary attention by a purchaser is all that is neces- 
sary for that purpose. One who exercises ordinary care and cau- 
tion could not be misled and deceived and thus induced to accept 
appelle’s labeled coal believing it to be the coal of appellant. Speci- 
fic differences are marked and the general appearance cannot be 
confusing. Joseph Schlitz Brewing Co. v. Houston Ice §& Brewing 
Co., 250 U. S. 28, 89 S. Ct. 401, 68 L. Ed. 822 [9 T. M. Rep. 279]; 
McLean v. Fleming, 96 U. S. 245, 24 L. Ed. 828. 

It does not appear that appellees were attempting or at any 
time intended to palm off their coal as the coal of appellant. There 
is no proof that it was their purpose to deceive the public in that 
regard; and we have already said, in effect, that the means used by 
appellees in selling their coal, of which appellant complains, were 
not suitable in furtherance of such an intention, even though there 
had been a purpose to deceive. It follows appellant wholly failed 
to establish its charge of unfair competition. The indispensable ele- 
ments of a right to relief on that ground are nowhere more clearly 


and better stated than in Allen B. Wrisley Co. v. Iowa Soap Co. 
(C. C. A.) 122 F. 796. After stating it to be the duty of a trader 
to distingush his goods from those of his rivals so that neither its 
name nor its dress will probably deceive the public or mislead the 
common buyer, the court there said: 


“He is not, however, required to insure to the negligent or the in- 
different a knowledge of the manufacture or the ownership of the articles 
he presents. His competitor has no better right to a monopoly of the 
trade of the careless and indifferent than he has, and any rule of law 
which would insure it to either would foster a competition as unfair and 
unjust as that promoted by the sale of the goods of one manufacturer 
as those of another. One who so names and dresses his product that a 
purchaser who exercises ordinary care to ascertain the sources of its manu- 
facture can readily learn that fact by a reasonable examination of the 
boxes or wrappers that cover it has fairly discharged his duty to the public 
and to his rivals, and is guiltless of that deceit which is an indispensable 
element of unfair competition.” 


See also Wirfs v. D. W. Bosley Uo. (C. C. A.) 20 F. (2d) 682 
[18 T. M. Rep. 51]. 

In our judgment the court did not err in its dismissal of 
appellant’s suit, and the decree appealed from is affirmed. 
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Jett-We.t Dessert Company v. Tue Jeti-X-Cett Co., Inc. 


United States Circuit Court of Appeals, Ninth Circuit 


Trape-Marks—INnFriInGeEMENT—‘JELL-WELL” AND “JeELL-X-CELL” For Des- 
serT GELATINE—Descriptive TeErmM—D1sMIssAL. 

The word “Jell-Well,” as a trade-mark for a gelatinous food 
preparation held descriptive, and hence cannot be withdrawn from 
public use by adoption as a trade-mark. 

Same—SamME—J URISDICTION. 

Where the parties were doing business in the same state and 
no trade-mark infringement was found, the charge of unfair competi- 
tion could not be maintained for want of jurisdiction. 

In equity. Appeal from a decision in an action for alleged 
trade-mark infringement. Affirmed. (For decision below, see 17 


T. M. Rep. 278.) 


Raymond Ives Blakeslee of Los Angeles, Cal., for appellant. 
Hill, Morgan § Bledsoe of Los Angeles, Cal., for appellee. 


Hunt, J.: This is an appeal by Jell-Well Dessert Company, 
a corporation, from a decree dismissing its complaint after trial 
upon the merits. 

Plaintiff and defendant are California corporations. Federal 
jurisdiction is invoked because of the asserted infringement of the 
trade-mark “Jell-Well,” registered in the Patent Office at Wash- 
ington. 

Plaintiff alleged that the trade-mark “Jell-Well” pertained to 
a gelatinous dessert consisting of a gelatine base with the addition 
of sugar and fruit flavors to make the dessert more palatable; that 
a wide market was found for the product and a lucrative business 
was built up, based upon the quality of the product sold under the 
trade-mark stated; 

That after this had been done, defendant began to manufacture 
and sell a similar gelatinous product which it marketed under the 
alleged trade-mark “Jell-X-Cell” ; that the use of defendant’s trade- 
mark together with the box in which the product was marketed 
were calculated to and did deceive and mislead the public, to the 
damage of plaintiff. The prayer was for injunction to restrain the 
use of the trade-mark “Jell-X-Cell” and for damages. 

Defendant, Jell-X-Cell Company, denied that plaintiff owned 
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any trade-mark, and averred that the certificate of registration re- 
lied upon is null and void; that the purported trade-mark is purely 
descriptive and could not be exclusively appropriated or registered 
under the Act of February 20, 1905 (88 St. 725); that the trade- 
mark used by the defendant is clearly distinguishable from the 
trade-mark used by the plaintiff; that the public is not misled; that 
defendant’s product is superior to plaintiff’s. Infringement and 
unfair competition are denied. 

The Court referred the case to a special master for findings of 
fact and recommendation for judgment. The master found that 
the plaintiff’s trade-mark was registrable; that defendant adopted 
a similar mark with intent to obtain advantage of plaintiff's ad- 
vertising and reputation for the kind of goods involved, and advised 
decree in plaintiff’s favor. 

Upon exceptions filed, the District Court held in substance 
that the words Jell-Well are so plainly descriptive of a natural 
and necessary quality of the concoction as to relieve the question of 
any doubt, and dismissed the complaint. 

The question upon which the case turns is whether or not 
plaintiff’s trade-mark “Jell-Well” was entitled to registration under 
the United States Trade-Mark Act (Act February 20, 1905), Sec. 
+989 U. S. R. S., which provides: 


«“* * * No mark by which the goods of the owner of the mark may 
be distinguished from other goods of the same class shall be refused 
registration as a trade-mark on account of the nature of such mark. 
* * * Provided, that no mark which consists merely in the name of the 
individual * * * or merely in words or devices which are descriptive of the 
goods with which they are used, or of the character or quality of such 

ods, or merely a geographical name or term, shall be registered under 
the terms of this act.” Barnes Fed. Code, sec. 8994. 


Many cases might be cited in support of the principle sus- 
tained by the Supreme Court as founded on reason and authority, 
that there can be no appropriation of a name which is descriptive 
of an article of trade, its qualities, or ingredients, or any word, 
letters or symbols which others may employ with equal truth and 
as a consequence have an equal right to use for the same purpose. 
Canal Co. v. Clarke, 80 U. S. 811; Standard Paint Co. v. Trinidad 
Asphalt Co., (8 C. C. A.) 220 U. S. 446 [1 T. M. Rep. 10}. 

Application of the principle to the facts of the present case, 
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though not very simple, leads to an affirmance of the decree. The 
commodities manufactured and sold by plaintiff and defendant 
are for making desserts. They are a powder made from a gelatine 
base which is flavored, and after preparation can be used as an 
article of diet. 

Gelatine, made from bones and tissues of animals, is made 
into a powder to which hot water is added to dissolve the powder; 
then the mixture is set to cool and in a short time develops into 
a jelly. As the jellied substance must be attractive to the eye and 
taste, it is, of course, necessary that the gelatine used must jell 
well, that is, it must be of sufficient firmness to present an attractive 
appearance. 

Plainly, therefore, a very necessary quality of the gelatinous 
dessert product is that it shall jell well, and it is that particular 
quality that is described in the word Jell-Well. 

We cannot regard Jell-Well as a fanciful or arbitrary term. 
Plaintiff itself gave to the words their intended meaning by its 
advertisements containing this sentence: “This dessert is named 
Jell-Well because it always jells and jells well.” Quality it denoted 
by the use of the words and the meaning intended to be conveyed 
was made plain. Elimination of the letter “s” is of no special 
moment. (Ungles, etc. Co. v. Farmers etc. Co., 232 Fed. 116 
[6 T. M. Rep. 300].) 

The suggestion that “Jell-Well” is primarily meaningless, is 
a coined word and might be imagined to mean a well or holder 
to contain material which can be used to make a jell, does not 
impress us. The recent case of Feil v. American Serum Co. (C. C. 
A. 8) 16 F. (2) 288 [15 T. M. Rep. 453], cited by appellant, 
is easily distinguished. The word “Wormix,” there held by the 
Court to be capable of use as a trade-mark, was regarded as a 
new word which to others than the plaintiff ‘had no meaning, was 
unintelligible and conveyed no information,” regarding the remedy 
involved, or its ingredients or object. 

Cuticura soap and Ceresota flour illustrate fanciful, invented 
terms. (Potter Drug § Chemical Co. v. Miller, 75 Fed. 656; N. W. 
Con. M. Co. v. Manser, et al., 162 Fed. 1004). 
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We regard the words Jell-Well as primarily descriptive; hence 
they cannot be withdrawn from public use by adoption as a trade- 
mark. (Computing Scale Co. v. Standard Computing Scale Co., 
118 Fed. 965; Franklin Knitting Mills v. Fashion Knit Sweater 
Mills, 297 Fed. 247 [14 T. M. Rep. 274]; Nims on Trade-Marks, 
p. 892; Vacuum Oil Co. v. Climaz, 120 Fed. 254). 

In view of our conclusion that plaintiff has no lawfully reg- 
istered trade-mark, jurisdiction to proceed to decide the issue of 
unfair competition cannot be maintained. (Lescher § Son v. 
Broderick, etc., 201 U. S. 168.) 

The decree is affirmed. 

November 14, 1927. 


LaMBERT PHARMACAL CoMPANY V. LISTERATED COMPANY, ET AL. 
United States District Court, Southern District of Texas 


January 16, 1928 


Trape-Marxs—Unrair Competirion—“LisTeRINE” AND “LisTERATED’—IN- 

JUNCTION. 

The use by defendant, long after plaintiff had coined and made 
famous the name “Listerine” as a trade-mark for its antiseptic, of 
the word “Listerated” to distinguish a hair tonic, in which it used 
an unsubstantial quantity of “Listerine,” held to be infringement and 
unfair competition; and an injunction was ordered. 


In equity. Action for trade-mark infringement. Injunction 
granted. 


William Fraser Small and William Keane Small of St. Louis, 
Mo., (Walter H. Walne and Baker, Botts, Parker & Gar- 
wood, of Houston, Tex., of counsel) for plaintiff. 

Jesse R. Stone and Andrews, Streetman, Logue § Mobley, of 
Houston, Tex., for defendants. 


Hutcueson, D. J.: This is a suit by the Lambert Pharmacal 
Company alleging infringement of its trade-mark “Listerine,” 
which it pleads it has used and enjoyed since 1881, under registra- 
tion in the United States Patent Office and by actual use of its 
preparation. 
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That among the uses for which the product designated by 
the trade-mark has been sold and advertised are as a prophylactic 
antiseptic and cleanser in certain conditions of the hair and scalp; 
that such use of it among barbers, cosmeticians and others has been 
widespread and general. 

That since about April 1, 1927, the defendants have been 
continuously selling, and are now selling to the general supply 
houses and the general public a liquid hair tonic and dandruff 
remedy, under the distinguishing name ‘“‘Listerated’’ against the 
objection and without the consent of plaintiff, and in infringement 
and violation of plaintiff’s rights attaching to said trade-mark 
“Listerine” and to the injury and damage of plaintiff's good will. 

That the use by the defendants of the name “Listerated” was 
for the purpose of pirating the plaintiff's trade-mark and is in fact, 
an infringement thereof. The petition concludes with a prayer 
for injunction and damages. 

Defendants deny infringement, and assert that the product 
which they are selling is not of the same descriptive qualities as 
the preparation manufactured by plaintiff under the trade-mark 
“Listerine.” That they would have the right to advertise and 
sell their product under the name “Listerine” itself, if they chose, 
because of the difference in the descriptive qualities of the two 
products. They further say that there is no similarity in the 
mark used by them, and that the container of the product and the 
product itself are not in appearance the same as, or very similar 
to, that of plaintiff. 

Upon notice and hearing a temporary restraining order was 
granted. The case is now before the Court on final hearing. 

While considerable testimony was taken there was little con- 
flicting evidence. What conflicts there are arose from either dis- 
belief in the particular testimony adduced, or different inferences 
to be drawn thereform. The evidence establishes without contra- 
diction that plaintiff has spent large sums of money in advertising 
“Listerine”; that it has become not only a household word, but a 
household necessity; that it is perhaps one of the best known and 
best advertised preparations on the market, and that it has been 
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particularly advertised at great cost and expense for use for dan- 
druff, and in connection with the treatment of the hair and scalp. 

It further establishes that the defendants’ mark and product 
were originated by Walker, a barber, one of the defendants; that 
it is principally composed of “Liquor antiseptious” a pharmaceutical 
preparation, the ingredients of which are very similar to, in fact 
almost identical with those of Listerine. 

Walker states that he used the word “Listerated” because he 
had seen it on a brand of chewing gum; that a druggist told him 
he had better put some listerine in it or Lambert would get him; 
that after that he commenced to put some listerine in the product. 
The evidence also establishes that the first advertisements of the 
“Listerated” hair tonic were largely copied from advertisements 
put out by Lambert Company and the evidence leaves no manner 
of doubt that Walker used the word “Listerated” in order to 
obtain, and that he has obtained, the benefit of the advertising and 
established reputation of Listerine. 

The defendant contends that it has a right to use the name, 
since it puts some listerine into the preparation. This the plain- 
tiff denies, and, I think, correctly. If the defendant was doing 
what the name implies, putting a considerable quantity of Lister- 
ine in its product, this would not save it from the charge of fraud, 
for it is the right to put out Listerine in such form and in such 
combination as it may decide, which the plaintiff enjoys through 
its trade-mark, and this right cannot be taken from it, no matter 
how truly as to a substantial listerine content, the mark “Lister- 
ated” would describe the preparation. 

But for another reason defendants use is enjoinable, because 
it is a fraud on its face to suggest that the preparation is lis- 
terated, that is, contains a substantial amount of listerine, when 
the ten drops added to it is a wholly unsubstantial addition. 

Plaintiff says that defendants’ action in appropriating the 
word “Listerated” is just as certainly a technical trade-mark in- 
fringement in violation of the statute as though the word Lister- 
ine were used. Defendant in its answer above quoted seems to 
admit it, and I agree with plaintiff and defendant. 
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There is no such English word as “Listerated.’”’ Defendants 
have merely attempted to coin a word “Listerineated” and then 
abbreviate the coinage to “Listerated,”’ with the idea that by using 
instead of the noun “Listerine” a spurious and participial form of 
a non-existent verb created by them for the emergency, they will 
escape technical infringement. This it cannot do, and the attempt 
must be fully enjoined. 

In addition to the views expressed that the use of the word 
“Listerated” is a technical, statutory trade-mark infringement, I 
think the evidence amply sustains plaintiff's contention of unfair 
competition, and that only a blind man can fail to see that de- 
fendant has deliberately set out to pirate plaintiff's reputation 
and its name; to reap where is has not sown, and like the cuckoo, 
to lay its eggs in the nest of another bird. 

With the entire field of unappropriated names open to it, it 
selected the name “Listerated” because it knew that the very word 
carried with it a suggestion of prophylactic cleanliness, and that 
this suggestion had been created for the word by plaintiff’s adver- 
tising. Such a practice cannot be too vigorously condemned. 

Plaintiff insists, and I agree with plaintiff, that defendant’s 
tonsorial infant, conceived as it was in business sin, and brought 
forth in business iniquity, cannot be cleansed of its original sin 
by the simple device of sprinkling over each bottle of it ten drops 
of Listerine, prophylactic and cleansing as they are, but that what 
is needed here is a true regeneration, with a new christening under 
a new name. 


Let a decree go for plaintiff for injunction in accordance with 
its prayer. 
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Rupser & CELLULomw Propvucts Co. v. Star Brusu Mra. Co., Inc. 
(22 F. [2d] 415) 


United States District Court, Eastern District of New York 


November 12, 1927 


Trape-Marxs—Urair Competirion—“Rvusperset,” “Harp RvUBBERSET,” AND 

“Harp Russerset aND Bounp”’ HELD DescriPrive. 

The words “Rubberset,” “Hard Rubberset,” and “Hard Rubber- 
set and Bound,” as applied to brushes, are merely descriptive of the 
method of fastening the bristles, and are not valid trade-marks. 

Same—Same—Descrirptive Worp—Seconpary MEANING. 

The word “Rubberset,” used by complainant for many years to 
designate its brushes, may have acquired a secondary meaning as 
identifying its product, which entitles it to an injunction to restrain 
use of an imitation of the word as unfair competition, and a bill for 
such relief cannot be dismissed in advance of trial. 

In equity. On motion to dismiss bill. Granted as to first 


cause of action alleged, and denied as to second. 


Darby § Darby, of New York City, for plaintiff. 
J. Granville Meyers, Thomas J. Johnston, and Charles S. 
Jones, all of New York City, for defendant. 


CampPBELL, D. J.: This is a motion to dismiss the plaintiff's 
bill before answer. The plaintiff by its bill seeks relief on two 
grounds: First, that the defendant has infringed the plaintiff's 
registered trade-marks, “Rubberset,” ““‘Hard Rubberset,” and “Hard 
Rubberset and Bound”; and, second, unfair competition . 

Plaintiff in its bill alleges: ‘‘According to the method of manu- 
facture of brushes in general use prior to the year 1887 the bristles 
were set in cement, glue and rosin and held in place by the com- 
pression of the handle and a metal ferrule.” Also: “In or about 
the year 1887 plaintiff began the manufacture of brushes by a 
new and improved method, according to which the bristles instead 
of being held in cement, glue, or rosin, were set in rubber by im- 
mersing the butt ends of the bunches of bristles in soft rubber, 
binding them by a belt of rubber, or of rubber combined with metal 
(instead of by a metal ferrule), and then vulcanizing under heat 
and pressure the rubber setting and binding.” 

Plaintiff further alleges that it has since 1887 manufactured 
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brushes by the new method, and sold and shipped them in large 
quantities, and has used the designation “Rubberset” continuously 
since May 15, 1905, “Hard Rubberset” since January 1, 1895, but 
since 1904 not as extensively as the word “Rubberset,” and “Hard 
Rubberset and Bound” since 1887, but since 1904 not as extensively 
as the word “Rubberset.” 

From the allegations of the bill, to which I have referred, it 
appears that the word “set,” when used with either of the words 
“cement,” “glue, ’ when applied to brushes, 
would mean the manner of setting the bristles when manufacturing 
the brushes, and in my opinion the defendant properly contends 
that the words used by the plaintiff in its trade-marks “Rubberset,” 
“Hard Rubberset,’ and “Hard Rubberset and Bound,” are not 
valid trade-marks as applied to brushes made as plaintiff's brushes 
are made, because they do not in themselves indicate the origin of 
manufacture, but are merely descriptive of the process of manu- 
facture. Rubber § C. H. T. Co. v. F. W. Devoe & C. T. Raynolds 
Co. (D. C.) 283 F. 150 [6 T. M. Rep. 357]; Standard Paint Co. v. 
Trinidad Asphalt Co., 220 U. S. 446, 31 S. Ct. 456, 55 L. Ed. 536 
[1 T. M. Rep. 10]; Warner & Co. v. Lilly §& Co., 265 U. S. 526, 4% 
S. Ct. 615, 68 L. Ed. 1161 [14 T. M. Rep. 247]; Mirrolike Mfg. 
Co. v. Devoe § Raynolds Co., (D. C.) 3 F. (2d) 846 [13 T. M. 
Rep. 425]. 

As to the second ground, however, I cannot agree with the 
defendant’s contentions, because, while the words that the plaintiff 
used as its trade-marks are descriptive of the process of manu- 
facture, they, especially “Rubberset,” which of late years has been 
used most extensively, may have gained a secondary meaning, and 
because of the merits of the brushes manufactured and sold by the 
plaintiff, under that name, have become associated in the minds 
of the purchasing public with products possessed of desirable 
qualities, and gained a reputation in the trade which has created a 
large demand for such products. Lawrence Mfg. Co. v. Tennessee 
Mfg. Co., 1388 U. S. 587, 11 S. Ct. 896, 34 L. Ed. 997; Coats v. 
Merrick Thread Co., 149 U. S. 562, 13 S. Ct. 966, 87 L. Ed. 847; 
Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 16 S. Ct. 1002, 


> 66 


rosin,’ or “rubber, 
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41 L. Ed. 118; Elgin National Watch Co. v. Illinois Watch Case 
Co., 179 U. S. 665, 21 S. Ct. 270, 45 L. Ed. 865; The French Re- 
public v. Saratoga Vichy Co., 191 U. S. 427, 24 S. Ct. 145, 48 L. 
Ed. 247; Herring, etc., Safe Co. v. Hall’s Safe Co., 208 U.S. 554, 
559, 28 S. Ct. 850, 52 L. Ed. 616; Thaddeus Davids Co. v. Davids, 
238 U. S. 461, 471, 34 S. Ct. 648, 58 L. Ed. 1046, Ann. Cas. 1915B, 
322 [4 T. M. Rep. 175]; Fuller v. Huff (C. C. A.) 104 F. 141; 
Trinidad Asphalt Mfg. Co. v. Standard Paint Co. (C. C. A.) 163 
F, 977, 982. | 

Plaintiff has sufficiently alleged unfair competition and it seems 
to me that such issue should be tried. The word “Rub-R-Tite,” 
used by the defendant, does not seem to me to be a very close 
imitation of the word “Rubberset”; but it is not sufficiently dis- 
similar for me, without any evidence on the subject, to say that a 
purchaser would not be deceived thereby, and while I would not, 
on the papers before me, grant a preliminary injunction against 
its use, I cannot, before evidence is taken, dismiss the complaint. 

Defendant urges that the purchasers of plaintiff's and de- 
fendant’s products are highly qualified experts, who would not be 
deceived; but I do not see how I can make such a finding in ad- 
vance of a trial, because, while I may on a motion to dismiss before 
trial inspect the plaintiff's and defendant’s products in addition 
to the bill, I know of no authority which would warrant my finding 
in advance of the trial as defendant contends. 

Defendant is in error in its contention that plaintiff is not 
the manufacturer, and that the Rubberset Company is the real 
party in interest. 

The motion to dismiss is granted as to the first ground, that 
the defendant has infringed the plaintiff’s registered trade-marks, 
and denied as to the second ground, unfair competition. 

Settle order on notice. 
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Witiiam A. Rogers v. THe Magsestic Propucts CorrporatTion 
United States District Court, District of Delaware 


December 16, 1927 


Unrair Competirion—“Passtnc Orr’—Ipentitry on SIMILARITY IN APPEAR- 
ANCE NoT EssenTiAL For RE IEF. 

The law will afford relief in cases of unfair competition wherever, 
by reason of an unjustifiable act, the goods of one party to the suit 
will probably be accepted by the purchasing public as the goods of 
another. 

Same—Same—”Heretooms” ror SitveR WarE AND FoR Metat PorisH— 
ParncreLte oF “DirrerENT Descriptive Properties’ not ConTROLL- 
ING—INJUNCTION. 

Many articles quite dissimilar in appearance, properties and use 
may, nevertheless, bear such relation to each other and be so associated 
in the public mind that confusion and deception touching their respec- 
tive origins will follow as a natural consequence. Where, therefore, 
after plaintiff had long identified its silver ware with the name “Heir- 
loom,” the use by defendant of the word “Heirloom” as a trade-mark 
for silver polish was enjoined as unfair competition. 


In equity. Action for unfair competition. Injunction granted. 


Morris, D. J.: Wm. A. Rogers, Limited, is a manufacturer 
of silver plated ware and silver polish. For the former it adopted 
the trade-mark “Heirloom.” In 1915 it began marking its silver 
plated ware thus: Heirloom Plate. In 1917 it registered the 
mark “Heirloom” for silver plated flat and hollow ware and 
cutlery. It has spent more than one-half million dollars in adver- 
tising matter in which “Heirloom” has been featured. Since 1921 
the proceeds of sale of “Heirloom” plate have exceeded one million 
dollars. 

Majestic Products Corporation, a manufacturer of silver 
polish, began in 1926 to mark its product “Heirlooms.” This use 
of “Heirlooms” the plaintiff asserts to be an infringement of its 
trade-mark and unfair competition and prays for injunctive relief. 

The defendant seeks to justify its use of “Heirlooms” by 
the fact that the plaintiff has designated its silver polish, not by 
the word “Heirloom,” but by the words “Niagara Cream Paste” 
accompanied by a pictorial representation of Niagara Falls. It 
asserts, moreover, that its silver polish and plaintiff’s silver plated 
ware are wholly dissimilar, unrelated in character and of entirely 
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different and descriptive properties. It further contends that in 
the sale of its silver polish under the trade-mark “heirlooms” there 
can be no competition with plaintiff in its sale of silver plated or 
other metal ware and, consequently, there can be no unfair com- 
petition or interference with plaintiff's business. In support of 
its contention that the descriptive properties of the two products 
are distinctly dissimilar it points out that its product is an abrasive 
detergent or polishing material falling within No. 4, while plain- 
tiff’s product is embraced within No. 28—jewelry and precious 
metalware—of the classes into which merchandise has been divided 
by the Patent Office. It adds that in the Tariff Act of 1922 these 
articles are differently classified and differently taxed. These 
differences it believes bring it within the principle enunciated in 
Beech-nut Packing Co. v. P. Lorillard Co., 7 Fed. (2d) 967 (C. C. 
A. 3) [16 T. M. Rep. 158] and like cases. 

As I view the matter, plaintiff's use of the mark “Niagara 
Cream Paste” upon its silver polish, if pertinent at all, is not con- 
trolling. Nor is the fact that silver plate and silver polish have 
different descriptive properties and do not enter into competition 
decisive of the issue. That branch of the law to which has been 
given the name “Unfair Competition” has developed along rigid 
or narrow lines. It affords relief wherever by reason of an un- 
justifiable act the goods of one party to the suit will probably be 
accepted by the purchasing public as the goods of another, for by 
such act the good will of the latter is put, to the latter’s injury, 
at the mercy of the former. The goods capable of being so passed 
off are not limited to these that are identical or even to those that 
have the same descriptive properties. Many articles quite dis- 
similar in their appearance, properties and use may nevertheless 
bear such relation to each other and be so associated in the mind 
of the public that confusion and deception touching their respective 
origins will follow as a natural consequence if their dress or marks 
are similar. Akron-Overland Tire Co. v. Willys-Overland Co., 
273 Fed. 674 (C. C. A.) [11 T. M. Rep. 281]; Aunt Jemima Mills 
Co. v. Rigney § Co., 847 Fed. 407 (C. C. A.) [8 T. M. Rep. 163]; 
Vogue Co. v. Thompson-Hudson Co., 300 Fed. 509 (C. C. A. 6) 
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[15 T. M. Rep. 1]; Wall v. Rolls-Royce of America, 4 Fed. (2d) 
333 [15 T. M. Rep. 239]; Rosenberg Bros. § Co. v. Elliott, 7 Fed. 
(2d) 962 (C. C. A. 3) [15 T. M. Rep. 295]. Silver polish bears 
such relation to silver and is so associated with it that substantial 
identity of marks would inevitably, I think, create in the minds of 
the ordinary purchasers of the polish an impression that the origin 
of the two articles is identical. 

Defendant’s use of “Heirlooms” on silver polish must be 
enjoined. 


Eastern Const. Co., INc., v. Eastern ENGINEERING CORPORATION 
(159 N. E. 397) 


Court of Appeals of New York 
November 22, 1927 


Trape-Marxks—Unram Competition—Unrair MetHops ENJOorNaBLe. 

A court of equity may restrain competitors from using methods 
of competition which are unfair, and neither competitor may, by mis- 
representation or deceit, obtain from the public business which the 
other might have received. 

Same—Same—InsuNcTION—WHEN JUSTIFIED. 

Justification for an injunction preventing defendant from using 
a certain corporate name must rest on a finding that such name is so 
similar to name under which plaintiff conducts its business that public 
may be confused, and that some persons may do business with de- 
fendant in belief that they are dealing with plaintiff. 

Same—Same—MIsREPRESENTATION—WHEN PRESENT. 

If name which plaintiff seeks to enjoin defendant from using in 
its corporate name has become so exclusively associated with plaintiff 
that its use by defendant tends naturally to induce belief in those 
dealing with defendant that they are dealing with plairitiff, to that 
extent use of name of defendant constitutes a “misrepresentation.” 

Same—Same—Same—Persistence 1N Use or Same Corporate Name. 

Misrepresentation by use of a corporate name similar to that of 
another, though innocent at its inception, may become wrongful, if 
unreasonably persisted in after knowledge of its tendency to deceive 
has been gained. 

Same—Same—SamME—GE0GRAPHICAL AND Descriprive TrRms. 

Common right to use geographical or descriptive terms, and even 

individual right to use one’s own name, does not include a use 

which is calculated to deceive. 
Same—Same—Same—“Eastern”—ABsENCE OF CONFUSION. 

In action by plaintiff building construction company having cor- 
porate name “the Eastern Construction Company, Inc.,” to enjoin 
defendant, engaged in similar business with name of “Eastern En- 
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gineering Corporation,” from using word “Eastern” as part of its 
name, both corporations competing in bidding for public work, held, 
that injunction is not justified, in view of lack of evidence that any 
bid of defendant has been accepted or contract awarded to it because 
of confusion as to defendant’s identity, and fact that other building 
construction companies use the word “Eastern” as part of their names. 
Appeal from Supreme Court, Appellate Division, First depart- 


ment. 


In equity. From an order of the Appellate Division, First 
Department affirming the order of Special Term granting motion 
for an injunction pendente lite, defendant appeals. Order reversed, 
and motion denied. 


Michael M. Helfgott, of New York City, for appellant. 
Herman Vogel, of New York City, for respondent. 


Leuman, J.: Since March, 1922, the plaintiff has been en- 
gaged under its corporate name in the business of building con- 
struction. Prior to that time, its president individually had con- 
ducted for many years a similar business under the trade-name of 
Eastern Construction Company, and had filed a certificate to that 
effect, as required by law, in the office of the clerk of the county 
of New York. In November, 1926, a certificate of incorporation 
was issued by the secretary of state to the defendant. The business 
in which the defendant is authorized to engage is similar to the 
business which the plaintiff carries on. The plaintiff promptly 
objected that the use in such business by the defendant of a cor- 
porate name containing the word “Eastern” would produce con- 
fusion of identity in the minds of the public. The defendant dis- 
regarded the objections, and since that time has carried on its 
corporate business under its corporate name. 

The plaintiff and the defendant are both engaged in the busi- 
ness of building construction. In the course of business both sub- 
mit bids for the erection of public buildings and seek contracts 
for public work. Not always do they submit bids for the same 
work, or seek the same contract. Part of the business done by 
the plaintiff may lie somewhat outside the limits of the field of 
activities into which the defendant has entered. Within those 











124 EIGHTEEN TRADE-MARK REPORTER 






limits they are competitors, and a court of equity may restrain 
them from using methods of competition which are unfair. Neither 
may by misrepresentation or deceit obtain from the public business 
which the other might have received. 

The plaintiff corporation has brought this action to obtain 
an injunction against the use by the defendant of its corporate 
name in its business. An injunction pendent lite has been granted, 
and the order has been affirmed by the Appellate Division. The 
defendant is restrained from the use of the word “Eastern” as 
part of its name. Leave to appeal has been granted and the Ap- 
pellate Division has certified the question: 

“Was the court at Special Term justified in granting an injunction 
pendente lite to the plaintiff?” 

Justification, if any, for the injunction, must rest upon a 
finding that the corporate name which the defendant has adopted, 
with the sanction of the state, is so similar to the name under which 
the plaintiff conducts its business that the public may be confused, 
and that some persons may do business with the defendant in the 
belief that they are dealing with the plaintiff. The plaintiff's mov- 
ing affidavits sufficiently show that the plaintiff has built up a 
business reputation and good will. The name under which a busi- 
ness is carried on is inextricably entwined with its reputation and 
good will. It is said that in this case the name “Eastern” is a 
geographical term, descriptive of the territory in which both cor- 
porations conduct their business, and that the plaintiff may not 
appropriate such a term as its exclusive property. Technical dis- 
tinction between geographical or descriptive trade-names, on the 
one hand, and fanciful trade-names, on the other hand, is unim- 
portant in this case. The defendant may not expressly or impliedly 
represent that it is the same corporation, or connected with the 
same corporation, which has built up a reputation and good will 
under the name of Eastern Construction Company. If, in the 
business of building construction, the name “Eastern” has become 
so exclusively associated with the plaintiff that its use by the de- 
fendant in its corporate name tends naturally to induce the belief 
in those dealing with the defendant that they are dealing with 
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the plaintiff, then, to that extent, the use by the defendant of 
the corporate name chosen by it constitutes a misrepresentation, 
fraudulent if chosen with intent to deceive, innocent, at least in 
its inception, if chosen without such intent. Misrepresentation, 
though innocent at its inception, may become wrongful if unrea- 
sonably persisted in, after knowledge of its tendency to deceive 
has been gained. 

The courts have never found difficulty in protecting the public 
and the owner of the good will of a business against the deceptive 
use of a trade-name, even though that name was originally chosen 
without wrongful purpose. Ewing v. Buttercup Margarine Com- 
pany, Ltd., [1917] 2 Ch. Div. 1. Common right to use geographical 
or descriptive terms, even individual right to use one’s own name, 
does not include a use which is calculated to deceive. Corning 
Glass Works v. Corning Cut Glass Co., 197 N. Y. 173, 90 N. E. 
449; Ball v. Broadway Bazaar, 194 N. Y. 429, 87 N. E. 674; Hig- 
gins Co. v. Higgins Soap Co., 144 N. Y. 462, 39 N. E. 490, 27 
L. R. A. 42, 43 Am. St. Rep. 769. “The name of a person or a 
town have become so associated with a particular product that the 
mere attaching of that name to a similar product, without more, 
would have all the effect of a falsehood.” Herring-Hall-Marvin 
Safe Co. v. Hall’s Safe Co., 208 U. S. 554, 28 S. Ct. 350, 52 L. Ed. 
616. Judicial interference will depend upon the facts proved and 
found in each case. The test is whether resemblance is calculated 
to produce confusion as to identity and consequent damage. Ameri- 
can Steel Foundries v. Robertson, 269 U. S. 372, 46 S. Ct. 160, 
70 L. Ed. 317 [13 T. M. Rep. 289]. 

Tried by that test, the evidence in this case is insufficient to 
justify the injunction which has been granted. Some similarity 
of name exists, but joined with difference so marked that it can 
hardly be overlooked, especially by those concerned in matters of 
such importance as the award of a contract for the construction of 
a public building. True, not all persons constantly exercise caution 


in their daily affairs, and a merchant may be injured by deception 


of the incautious and unwary among his customers. The nature 
of the business in which the defendant competes with the plaintiff 
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reduces almost to the vanishing point the possibility of deception 
and damage in this case. The defendant does not seek the patron- 
age of the wayfarer, whose purchases are often dictated by hasty 
impression rather than inspection and consideration. The de- 
fendant competes with the plaintiff in bidding for public work. 
When it chose the word “Eastern” as part of its name, it could 
hardly have expected that its name might result in the acceptance 
of bids for public work which otherwise would have been rejected. 

No bid of the defendant has been accepted, and no contract 
has been awarded to it, because an architect or other person examin- 
ing bids or awarding contracts has been confused as to the de- 
fendant’s identity. As to such persons no reasonable inference 
can be drawn that the name tends to deceive and constitutes a 
misrepresentation. The affidavits show that there has been some 
confusion in the minds of others dealing with the plaintiff in more 
casual manner. Choice of name by the defendant could not be 
dictated by intent through such confusion to obtain a benefit at the 
plaintiff's expense. Such confusion, resulting merely in nondelivery 
of mail or other messages, would indeed tend to the detriment of 
the defendant, though perhaps in lesser degree than to the plaintiff. 
Moreover, it appears that other building and contracting companies 
using the word “Eastern” as part of their names are listed in the 
telephone directory. The value of the plaintiff's reputation and 
good will is not shown to be materially decreased by possible con- 
fusion. Certainly, the defendant is not shown to be in a position 
to gain any advantage by it. Reasonable probability of loss of 
business by the plaintiff, which constitutes the ground for the inter- 
vention of a court of equity, is wanting. 

If inference could be drawn that the defendant had chosen 
the name of Eastern Engineering Company with intent to derive 
benefit from it at the expense of the plaintiff, our conclusion might 
be different. Courts of equity are loathe to hold that a knave may 
carry out a dishonest plan from which he anticipates benefit because 
there is no reasonable probability that the anticipation will become 
reality. In such case the defendant may be in no position to deny 
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the existence of such probability when asserted by the plaintiff. 
Even if the remark of Cozens-Hardy, Master of the Rolls, in similar 
case, that, “if you find a defendant who is a knave, you may pre- 
sume he is not a fool” (Claudius Ash Sons § Co., Ltd. v. Invicta 
Manufacturing Company, Ltd., 28 Reports of Patent Cases, at 
page 603), may not completely stand the test of strict legal 
analysis, it sufficiently states a working rule which may well be 
applied in proper circumstances. Such circumstances have not 
been shown to exist in this case. 

The order of the Appellate Division and that of the Special 
Term should be reversed and the motion denied, with costs in all 
courts. The question certified should be answered in the negative. 


Carpozo, C. J. and Pounp, ANprews, KeLtoae, and O’Brien, 
JJ., concur. 


Crane, J. (dissenting). With all the other names which the 
defendant could have taken, why did it choose “Eastern?” There 
is no answer, except that it expected to and did reap the advantages 
gained by the long user of the name by the plaintiff. The defendant 
entered the field of similar business to compete with the plaintiff. 
It took the word “Eastern,” long used by the plaintiff. It was 
timely warned of the damage being done by the subtle deception, 
and still persisted in its course. In all fairness, why did it not take 
another name—‘Western,’ “Northern,” “Southern,” “Blue,” any 
name among the millions which could have been selected. No; it 
must stick to Eastern, to be used in New York City, where the 
plaintiff was bidding for its construction and engineering work. 
The points of the compass had nothing to do with the nature of 
the business conducted by these parties. “Eastern” is no less ar- 
bitrary than “Arctic” or “Solar.” The defendant should fall in 
line and do the fair thing. Business in these modern days is com- 


plicated enough without having some new-born competitor mix 
up identities. 


Early decisions are of little use as authorities on modern 
New York City competition. They could no more imagine these 
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conditions than they could foresee the airship or the wireless. Let 
the defendant get a new name do its business on its own merits. 
For these reasons I dissent. 
Ordered accordingly. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Abandonment 


Kinnan, F. A. C.: Held that the National Lead Battery Com- 
pany is entitled to register, as trade-marks for batteries, the word 
“National,” with its letters somewhat distinctively formed, and 
the notation “Super-National,’ with the representation of cell 
links appearing across some of the letters. 

The registration of these marks was opposed by the U. S. 
Light & Heat Corporation on the ground that it was entitled to 
the use of the mark on the goods specified by virtue of its having 
taken over the business and assets of certain companies, including 
the National Battery Company of New York, prior to the earliest 
date of use by the present applicant and that the National Com- 
pany, while in existence, sold batteries under the trade-mark “‘Na- 
tional.” 

The ground of the decision is that after the acquisition of 
this mark the U. S. Light & Heat Corporation used the trade-mark 
“USL” and did not continue the use of the word “National,” but 


had abandoned it prior to its adoption by the present applicant. 


In the decision in the first of these cases, after referring to 
certain parts of the testimony as showing that after the adoption 
of its new trade-mark the opposer used the term “National” only 
on old batteries which were shipped out and repair parts, and 
stating that there was no evidence that the batteries put out by 
the opposer bore any trade-mark other than their newly adopted 
mark, the First Assistant Commissioner said: 


“From the foregoing, it appears satisfactorily established that the op- 
poser changed its trade-mark in 1914, or about that time, and continued 
the use of the trade-mark ‘National’ only to the extent of furnishing 
parts for batteries of that type previously sold by its predecessors in 
business and while supplying such parts in response to orders therefor, 
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did not send them out under the trade-mark ‘National’ except as to the 
stock on hand when the opposer corporation was organized, which already 
bore the trade-mark. Since batteries are not very long lived, may be 
used for a few years at most, of which judicial notice may well be taken, 
it must be presumed that orders for new parts of old batteries would 
practically have ceased by the time the applicant entered the field. In- 
quiries from former users of the ‘National Battery’ would continue to 
come in for some time thereafter but the evidence presented on behalf of 
the opposer fully warrants the conclusion that its use of the mark on goods 
produced by it had been intentionally discontinued before the year 1919, 
and the mark had been intentionally abandoned.” 

With reference to the argument that the word “National” is 
the corporate name of the predecessor company of the opposer, 
he said: 

“As to the matter of the corporate name of the predecessor company, 
National Battery Company, it may be noted that the word ‘National’ is 
an exceedingly common one in connection with the names of companies 
and corporations and that, furthermore, the corporation has been dissolved 
by proclamation of the Governor, published on the llth day of March, 
1926, as shown by the certificate of the Deputy Secretary of State of the 
State of New York, filed at the hearing, as to which counsel for the op- 
poser has stated he has no objection to consideration.” * 


Conflicting Marks 

Kinnan, F. A. C.: Held that applicant is not entitled to 
register the notation “Panty Brassiere” as a trade-mark for silk 
knitted fabric or glove silk one-piece underwear—brassiere and 
step-in, in view of the prior registration and use by opposer of 
the term “Pansy” as a trade-mark for corsets, corset waists, bras- 
sieres and underwaists, on the ground that the goods are of sub- 
stantially the same descriptive properties and that the two marks 
are so similar that their use on these goods would be likely to 
cause confusion. 

It was further held that the fact that the opposing company 
owned the entire stock of the selling organization known as “The 
Pansy Brassiere Company,’ which sold the goods bearing the 
trade-mark “Pansy,” did not disentitle it to oppose the registra- 
tion of applicant’s mark. 

With respect to the last question, the First Assistant Com- 
missioner said: 


2U. S. Light & Heat Corp v. Nat'l Lead Battery Co., 151 M. D. 595 
and 596, January 30, 1928. 
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“Taking up this last question first, it is in evidence that, as above 
noted, the opposer owns the stock and entirely controls the operations of 
The Pansy Brassiere Company, although the latter is a separate corpo- 
ration. The view is pressed on behalf of the < syene that under these 
conditions the opposer is without standing, that the real party in interest 
is The Pansy Brassiere Company, which is a stranger to those proceed- 
ings. It is believed, however, that since it is abundantly established the 
opposer company is the real party in interest and The Pansy Brassiere 
Company is a subsidiary selling company owned and controlled by the 
opposer company, the latter company would be damaged by the registra- 
tion of any mark so nearly like its trade-mark as to cause confusion or 
mistake in the mind of the public or deceive purchasers.” 


With respect to the goods of the respective parties being of 
the same descriptive properties, the First Assistant Commissioner 
said: 


“While the applicant uses the mark upon the combination garment 
and the opposer does not allege actual use of its mark upon such a garment 
until after the applicant adopted its mark, yet the goods upon which the 
opposer uses its mark are so nearly identical in use, character, and name 
that it must be deemed entirely clear the goods upon which both parties 
use their marks belong to the same class and possess the same descriptive 
properties within the meaning of the trade-mark statute (citing decisions).” 


With respect to the similarity of the marks, he said: 


“The significance and meaning of the two words ‘pansy’ and ‘panty’ 
are clearly different. These words are, however, very similar in appear- 
ance, spelling and sound. While confusion or mistake on behalf of pur- 
chasers would not be so probable if the two marks always appeared side 
by side to be observed by customers, yet such a situation seldom arises. 
The customer, having been told that a garment having the opposer’s trade- 
mark upon it was satisfactory and sometime thereafter seeking to pur- 
chase such a garment and finding thereon the applicant’s mark, would 


be quite likely to think that was the mark of the goods that had been 
recommended.” 


He further said, after noting that the opposer had shown that 
it had done a very large business: 


“The applicant company having entered the field long subsequent to 
the date of opposer’s adoption and use of its mark must have any doubts, 
following the usual practice, resolved against such applicant.” * 


Kinnan, F, A. C.: Held that applicant is not entitled to 
register, as a trade-mark for malt syrup for food purposes, a mark 
consisting of the representation of a blue goose in connection with 
the words “Blue Goose,” in view of the prior registration and 


*The H. & W. Company v. Bromley-Shepard Co., Inc., 151 M. D. 587, 
January 12, 1928. 
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very extensive use by the opposer of this same trade-mark, as 
used upon fresh citrus fruits and canned fruits, fresh figs, fresh 
dates and vegetables. 

The ground of the decision is that, in view of the manner in 
which canned goods are sold, the use of this fanciful mark upon 
the goods of the two parties would be likely to cause confusion. 

In his decision, after pointing out that the applicant had 
taken no testimony, that the mark is wholly fanciful, that opposer 
had established a very extensive sale of goods bearing this mark, 
noting the fact that canned fruits and vegetables are placed in 
cans of substantially the same size and appearance and sold in 
the same class of stores and to the same general class of customers 
as are the goods of the applicant, and referring to a number of 
prior decisions, particularly that of California Packing Corpora- 
tion v. Halferty, 320 O. G. 700, 54 App. D. C. 88 [14 T. M. Rep. 
281], in which canned fruits and canned salmon were held to 
belong to the same class, the First Assistant Commissioner said: 


“In view of the foregoing and of the recognized fact that many large 
producers of canned goods employ the same mark upon a large variety 
of such goods and the public has come to recognize almost any canned 
goods possessing the same mark as being produced by one and the same 
company or manufacturer, it is believed confusion would be quite likely 
if customers saw the applicant’s mark upon his canned products in the 
same markets with opposer’s canned goods having thereon the identical 
trade-mark. To allow registration to the applicant of this mark upon 
the particular class of goods to which he applies it would form a precedent 
for allowing manufacturers other than the opposer to likewise register 
and use the same mark upon other canned goods to the end that the 
distinctiveness and consequently the value of opposer’s mark would be 
materially lessened, if not destroyed.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the word “Fleurise” as a trade-mark for corsets, in view 
of the prior registration by another of the trade-mark “Floress” 
for the same goods. 

The ground of the decision is that the marks are so similar 
that their contemporaneous use upon the same goods would be 
likely to cause confusion in the mind of the public. 

In his decision the First Assistant Commissioner said: 


* American Fruit Growers, Inc., v. Samuel Fine, 151 M. D. 589, Jan- 
uary 16, 1928. 
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“Both marks suggest flowers or something floral in nature. The 
Standard Dictionary defines ‘fleured’ as ‘decorated with a conventional 
flower pattern,’ and ‘fleur’ as the French word for flower. ‘Flor’ being 
a portion of the word ‘floral’ likewise suggests something of that nature. 
To this extent, the marks have a similar significance. The spelling is some- 
what similar notwithstanding the applicant substitutes the letters ‘eu’ for 
the letter ‘o’ and ‘ise’ for the terminal letters ‘ess’ of the registered mark. 
The sound and the appearance of the two marks so nearly resemble each 
other that it is believed registration should be denied the applicant. 


. * + * * * * * * 


“Although if they (the marks) appeared side by side confusion would 
not be likely yet since this situation seldom arises and a purchaser often 
relies upon a somewhat indistinct or vague recollection of the trade-mark 
of an article once used and found satisfactory, it is believed mistake 
in the mind of such a purchaser would be probable and the applicant’s 
goods would be purchased instead of those of the registrant.” * 


Goods of Different Descriptive Properties 


Moore, A. C.: Held that the applicant is entitled to register 
the term “Soisette’’ for toilet paper, notwithstanding the prior use 
and registration by the opposer of the term “‘Soiessette” as a trade- 
mark for cotton goods and mercerized cotton goods. 

In his decision, after stating the ground of the opposition, 


which include the statement that the use of the mark upon appli- 
cant’s goods would 


“* * * cause the goods of your Petitioner to be brought into public 
ridicule, contempt and disrepute, and thereby to inflict great loss upon 
your Petitioner,” 


the Assistant Commissioner said: 


“The opposer in the statement of its ground of opposition, admits, 
in effect, that toilet paper, and cotton goods and mercerized cotton are 
not merchandise of the same descriptive properties. If they were then 
the appropriation of the trade-mark in question on the applicant’s goods 
would not cause the goods of the opposer ‘to be brought into public 
ridicule, contempt and disrepute.’ 

“The goods of the parties not being of the same descriptive properties 
then the opposer would not be damaged by the registration by the ap- 
plicant of its mark, under Sec. 6 of the Trade-Mark Act (citing decisions). 


* * * * * * * * * 


“However, if the opposer would not be damaged by the registration 
of the mark, then he has no legal right to oppose such registration. 

“The inference might be drawn from the opposer’s contention, that 
it has the right to the exclusive use of said mark apart from its goods. 
Of course, no such right exists. 

* * * * * * * * * 


‘Ex Parte Bonwit Teller & Co., 151 M. D. 592, January 25, 1998. 
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“There can be no unfair competition where the goods of the respective 
parties are not of the same descriptive properties.” ° 


Goods of Same Descriptive Properties 


Kinnan, F. A. C.: Held that the applicant is not entitled 
to register the trade-mark “Monarch,” as a trade-mark for bread, 
in view of the long prior use of this same mark by opposer as a 
trade-mark for flour. 

The ground of the decision is that the use of this mark on 
bread would be likely to cause confusion in the mind of the public 
and to deceive purchasers as to the origin of the goods. 

In his decision the First Assistant Commissioner said: 


“The fact that the opposer is a wholesaler and that bread is usually 
sold by retailers and must be sold shortly after it is made is thought to 
be immaterial. It is a matter of common knowledge some large baking 
companies distribute the bread baked by them to large numbers of retailers, 
and in this sense a baking company is a wholesaler. The goods of both 
parties are sold side by side by retail groceries.” 


After quoting from the decision in R. H. Macy & Co., Inc., v. 


Manbeck Baking Company, 151 M. S. Dec. 119 [16 T. M. Rep. 
136], in which the same question was involved and in which the 
opposition was sustained, he said: 


“While there were circumstances present in the case of Ward Baking 
Co. v. Potter-Wrightington, Inc., 298 F. R., 398 [14 T. M. Rep. 453], 
not present in the instant case, yet the reasoning in that adjudicated case 
is believed to support the views, above quoted, in the Macy & Co. case, 
and both decisions are persuasive of the soundness of the finding that the 
opposition, in the present case, should be sustained. ° 


Only Owner May Register 


Kinnan, F. A. C.: Held that since the name Universal Plow 
and Foundry Company was merely a trade-name under which an 
individual was doing business, the application should have been 
filed in the name of that individual, doing business as Universal 
Plow and Foundry Company. 

*Ponemah Mills v. Universal Crepe & Tissue Mills, Inc., 151 M. D. 
593, January 26, 1928. 


* Reid, Murdoch & Co. v. Midland Bakeries Company, 151 M. D. 599, 
February 18, 1928. 
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The ground of the decision is that the Trade-Mark Act pro- 
vides for registering trade-marks only upon application by the 
owner. 

In his decision the First Assistant Commissioner said: 


“It does not appear that the Universal Plow and Foundry Company 
is either a firm or a corporation. 


oe © + 4 2 © wo 


“The Trade-Mark Act provides for the registration of a mark by 
‘the owner’ of a trade-mark. Sec. 2 provides that, in order to create any 
right in favor of the party filing it, the application must be accompanied 
‘by a written declaration verified by the applicant, or by a member of 
the firm or an officer of the corporation or association applying.” * 


Res Adjudicata 


Kinnan, F. A. C.: Held, where the examiner of interferences 
had dismissed the opposition of the Gotham Silk Hosiery Co., Inc., 
to the registration of a trade-mark by the Vertex Hosiery Mills, 
Inc., but held that the applicant was not entitled to register on a 
ground not brought up in the opposition and the opposer did not 


appeal, but the applicant did, that the opposer was not entitled to 
be heard on applicant’s appeal from the refusa! to register his mark. 
The ground of the decision is that, the opposer’s opposition 
having been dismissed and no appeal having been taken therefrom, 
the decision thereon became final and opposer had no more interest 
in the question of whether applicant was otherwise entitled to reg- 
ister his mark than any other member of the public, citing the 
decision of the Court of Appeals in Schierling v. Schulze Baking 
Co., 240 O. G. 642, 1917 C. D. 171, 46 App. D. C. 50 [7 T. M. 
Rep. 535].° 
‘Ex Parte Universal Plow and Foundry Company, 151 M. D. 600, Feb- 
ruary 25, 1928. 


*Gotham Silk Hosiery Co., Inc., v. Vertex Hosiery Mills, Inc., 151 
M. D. 601, February 29, 1928. 








